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DETAILED ACTION 

1. Claims 1-16 have been examined. Application 09/916,942 (Method and 
apparatus for increasing on-line publication distribution) has a filing date 07/26/2001 . 

Response to Amendment 

2. In response to Final Rejection filed 05/02/2006, the Applicant filed an RCE on 
08/02/2006, which amended claims 1,7-9, 15 and 16. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 1-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Howard (US 2005/0091 1 09) in view of Blaser (US 6,757,661 ). 
As per claims 1 , 7 and 8, Howard teaches: 

In an on-line publication ("publication") distributed to a plurality of publication 
subscribers via a data network, a method of sending to a publication subscriber, at least 
one of either: paid advertising messages or content advertising messages; 

said method comprising the steps of: 

reading from a server for said publication, a user profile for the subscriber (see 
Howard paragraph 8); 
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automatically tracking publication distribution to various receipt subscribers (see 
Howard paragraph 26); 

determining the subscriber's publication usage levels from data in said user 
profile (see Howard paragraph 46); 

sending the subscriber a targeted paid advertisement (see Howard paragraphs 
50-51); 

sending the subscriber a targeted content advertisement for the publication for 
the publication in which said targeted content advertisement is placed (see Howard 
paragraph 59), said targeted content advertisement being selected based upon at least 
one of: 

data in said user profile (see Howard paragraph 59); and 

advertising space available in said publication for content advertising usage (see 
Howard paragraph 52); and 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraph 59); 

detecting the subscriber's request for continued delivery of said specified content 
via said data network (see Howard paragraph 39) ; 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see Howard paragraph 40). 

Howard does not expressly teach that if the subscriber's usage level is 
determined to be above a first predetermined level ("high") sending the subscriber a 
targeted paid advertisement and if the subscriber's usage level is determined to be 
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below a second predetermined threshold ("low") sending the subscriber a targeted 
content advertisement. However, Official Notice is taken that it is old and well known in 
the promotion art to try to persuade consumers that are already high level users of a 
product to buy additional related product at a discount (i.e. "upsell") by targeting said 
consumers with alternative advertisements or offers of said related products. Therefore, 
it would have been obvious to a person of ordinary skill in the art at the time the 
application was made, to know that Howard would determine a consumer's electronic 
publication usage level from the consumer's profile (see Howard paragraph 40) and 
would target said consumer with alternative "paid advertisements" if said usage level of 
said consumer is high as it is old and well known to try to persuade consumers to buy 
additional related products at a discount when said consumers usage level of a product 
is already high. 

Howard fails to teach recording times during the day that the subscriber requests 
files of the publications, the recorded times, the files that the subscriber requested, 
whether the subscriber requested a download of particular known type of file. However, 
Blaser teaches a system that targets advertisements based upon user's profile and 
usage history, where said usage history comprises the type of network data said user 
requests and accesses and the time of day where said requests occurs (see Blaser col 
6, lines 40-55; col 9, line 55 - col 10, line 39). Therefore, electronic publishers would be 
motivated to send new subscriptions' offers to consumers based upon the profile data 
items in the consumer profiles (see Howard paragraph 59) and usage history, as taught 
by Blaser in order to target renewal or new publications' subscriptions advertisements to 
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consumers that would have, due to a consumers* low usage level, the time and 
inclination to subscribe to new publications, therefore, increasing the profit of said 
publishers by increasing the number of subscribers to said publishers' publications. And 
electronic publishers would be motivated to send products' advertisements, instead of 
new subscriptions' publications advertisements (see Howard paragraph 56), to 
consumers with a high electronic publication usage level in order to allow said 
publishers to generate profits from consumers that, due to their high usage level, would 
not subscribe to said publishers' publications but would view said publishers' products 
advertisements, therefore, allowing said publishers to bill advertisers for said viewing. 
As per claim 2, Howard teaches: 

The method of claim 1 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: data in said user profile; and advertising space 
available in said publication for content advertising usage (see paragraph 8). 

As per claim 3, Howard teaches: 

The method of claim 1 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: data in said user profile; and advertising space 
available in said publication for content advertising usage (see paragraphs 8 and 59); 
and 
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including in said content advertisement, a sample of the specified content and 
instructions as to how to continue to receive said specified content via said publication 
(see paragraph 46). 

As per claim 4, Howard teaches: 

The method of claim 1 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user based upon said 
user profile and the advertising space available for content advertising usage (see 
paragraphs 8 and 59); 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraphs 57-59); 

assembling said content advertisement and said sample of the specified content 
into a data package and transmitting the data package to the subscriber via said data 
network (see paragraphs 57-59). 

As per claim 5, Howard teaches: 

The method of claim 1 further comprised of the steps of: 

detecting via said data network, the subscriber's request for continued delivery of 
said specified content via said data network (see paragraph 56); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 56). 

As per claim 6, Howard teaches: 

The method of claim 1 further comprised of the steps of: 
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detecting via said data network, the subscriber's request for continued delivery of 
said specified content via said data network (see paragraph 56); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 56); 

monitoring the subscriber's usage levels of said publication (see paragraph 56). 

As per claims 9, 15 and 16, Howard teaches: 

In an on-line publication ("publication") distributed to a plurality of publication 
subscribers via a data network, a method of sending to a publication subscriber, at least 
one of either: paid advertising messages or content advertising messages; 

said method comprising the steps of: 

reading from a server for said publication, a user profile for the subscriber (see 
Howard paragraph 8); 

automatically tracking publication distribution to various recipient subscribers 
(see Howard paragraph 26); 

determining the subscriber's publication preferences from data in said user profile 
(see Howard paragraph 42); 

sending the subscriber a targeted paid advertisement consistent with the 
subscriber's determined preferences (see Howard paragraphs 50-51); 

sending the subscriber a targeted content advertisement consistent with the 
subscriber's determined preferences (see Howard paragraph 59). 

However, Official Notice is taken that it is old and well known in the promotion art 
to try to persuade consumers that are already high level users of a product to buy 
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additional related product at a discount (/.e. "upsell") by targeting said consumers with 
alternative advertisements or offers of said related products. Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the application was 
made, to know that Howard would determine a consumer's electronic publication usage 
level from the consumer's profile (see Howard paragraph 40) and would target said 
consumer with alternative "paid advertisements" if said usage level of said consumer is 
high as it is old and well known to try to persuade consumers to buy additional related 
products at a discount when said consumers usage level of a product is already high. 

Howard fails to teach recording times during the day that the subscriber requests 
files of the publications, the recorded times, the files that the subscriber requested, 
whether the subscriber requested a download of particular known type of file. However, 
the same argument made in claim 8 regarding said missing limitation is also made in 
claim 9. 

As per claim 1 0, Howard teaches: 

The method of claim 9 wherein said step of sending a targeted content 
advertisement is further comprised of the step of 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: 

data in said user profile (see paragraph 59); and 

advertising space available in said publication for content advertising usage (see 
paragraph 52). 

As per claim 1 1 , Howard teaches: 
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The method of claim 9 wherein said step of sending a targeted content 
advertisement is further comprised of the step of: 

selecting a content advertisement for transmission to the user, the selection of 
which is based upon at least one of: 

data in said user profile (see paragraph 59); and 

advertising space available in said publication for content advertising usage (see 
paragraph 52); and 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraph 59). 
As per claim 12, Howard teaches: 

The method of claim 9 wherein said step of sending a targeted content 
advertisement is comprised of the step of: 

selecting a content advertisement for transmission to the user based upon at 
least one of: 

data in said user profile (see paragraph 59); and 

advertising space available for content advertising usage (see paragraph 59); 

and 

including in said content advertisement a sample of the specified content and 
instructions as to how to receive said content (see paragraph 59); 

assembling said content advertisement and said sample of the specified content 
into a data package and transmitting the data package to the subscriber (see paragraph 
44). 
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As per claim 13, Howard teaches: 

The method of claim 9 further comprised of the steps of: 

detecting the subscriber's request for continued delivery of said specified content 
(see paragraph 39); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 40). 

As per claim 14, Howard teaches: 

The method of claim 9 further comprised of the steps of: 

detecting the subscriber's request for continued delivery of said specified content 
(see paragraph 39); 

modifying data in the user profile to reflect the subscriber's request for continued 
delivery of said specified content (see paragraph 39); 

monitoring the subscriber's usage levels (see paragraphs 36, 46). 

Response to Arguments 
4. Applicant's arguments filed 08/02/2006 have been fully considered but they are 
not persuasive. The Applicant argues that none of the recited references teach 
"including recording times during the day that the subscriber requests files of the 
publications, the recorded times, the files that the subscriber requested, whether the 
subscriber requested a download of particular known type of file". The Examiner 
answers that Blaser teaches a system that targets advertisements based upon user's 
profile and usage history, where said usage history comprises the type of network data 
said user requests and accesses and the time of day where said requests occurs (see 
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Blaser col 6, lines 40-55; col 9, line 55 - col 10, line 39). Therefore, contrary to 
Applicant's argument, Blaser teaches Applicant's newly added features. 

The Applicant further argues that the Examiner is using improper hindsight in 
combining the reference. The Examiner answers that conclusion of obviousness are, by 
their nature, based upon some hindsight reasoning and it must be recognized that any 
judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. However, so long as the reasoning takes into account only 
knowledge which was within the level of ordinary skill at the time the claimed invention 
was made, and does not include knowledge gleaned only from the applicant's 
disclosure, such reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ209 (CCPA 1971). Howard teaches targeting consumers with paid 
advertisements 1 and/or with "electronic publication offers" (/.e. content advertisements) 2 , 
where said targeting is based upon said consumers 1 electronic publication usage level 
profile (i.e. viewing and/or electronic publication subscriptions) 3 . Blaser teaches that it is 
old and well known determining a consumers' usage level profile based upon type of 
network data said consumers requests and accesses and the time of day where said 
requests occurs 4 . Therefore, contrary to Applicant's argument, there is no improper 
hindsight to conclude that it would have been obvious to a person of ordinary skill in the 
art, at the time the application was made, to know that Howard would target consumers 
already receiving a lot of electronic publications (/.e. "high level subscription level") with 

1 Howard paragraphs 50,51 

2 Howard paragraph 59 

3 Howard paragraphs 56-59 

4 Blaser col 6, lines 40-55; col 9, line 55 - col 10, line 39 
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"paid ads" instead of "content ads" (i.e. offers to electronic publications subscriptions) in 
order that advertisers do not waste their time and money targeting consumers with 
additional electronic publication publications offers 5 (i.e. "content ads") that said 
consumers would not respond to, due to the said consumers high level subscription 
level. 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571 -273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 





Daniel Lastra 
October 7, 2006 



5 Howard paragraph 56 



